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1. The first paragraph on page 1 of the specification (paragraph [0001]) is objected 
to because the serial number and filing date of co-related application are missing. 

2. Claims 1-20 are presented for examination. 

Double Patenting 

3. The non-statutory double patenting rejection, whether of the obviousness-type or 
non-obviousness-type, is based on a judicially created doctrine grounded in public 
policy (a policy reflected in the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent. In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969); In re Vogel, 422 USPQ 761 (CCPA 1982); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 29 USPQ2d 
2010 (Fed. Cir. 1993). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(b) and 8 may 
be used to overcome an actual or provisional rejection based on a non-statutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .78(d). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1-20 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-20 of U.S. patent application 
S/N: 10/670,547. Although the conflicting claims are not identical, they are not 
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patentably distinct from each other because the scope of the claimed subject matter in 
claims 1-20 of the instant application (claimed a computer program product) is broader 
than the scope of the claimed subject matter in claims 1-20 of U.S. patent application 
S/N: 10/670,547 (claimed a method). 

Claims Objection 

5. Claims 1 and 20 are objected to because the preamble is not clearly describe the 
invention (may have the 35 U.S.C. § 101 problem). The Examiner suggest the Applicant 
amend the preamble of claims 1 and 20 to change the word "usable" to "readable" as: 

"A computer program product in a computer readable medium for 
Claim Rejections - 35 USC ' 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

7; Claims 1-20 are rejected under 35 U.S.C. § 103 (a) as being unpatentable over 
Yu et al. (Yu) patent no. 6,263,303, in view of Ackerman et al. (Ackerman) patent no. 
5,146,460. 
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8. As to claim 1, Yu teaches the invention substantially as claimed, including a 
computer program product in a computer usable medium [claim 13] for performing 
testing of a simulated device [digital hardware system, col. 1 lines 4-6] in a testing 
simulation environment [col. 1 lines 9-20], said method comprising: 

providing a software representation [module 16 of Fig. 2] of a plurality of 
hardware components within said simulated direct access storage device [see Fig. 7 A]; 

providing a control program module [core 18 of Fig. 2] within said testing 
simulation environment, wherein said control program module interacts with said 
software representation of said plurality of hardware components [see claim 35]; 

providing a testing program [see program flowchart of Fig. 5D] for interacting with 
said control program module and said software representation of said plurality of 
hardware components; 

in response to detection of an occurrence of a pre-selected event [event 
triggered 100 of Fig. 5C] within said simulated direct access storage device, sending 
[see EVENT(2) of Fig. 2] one or more codes [claim 31] from said testing program to said 
software representation of said plurality of hardware components [see claim 3]; and 

determining whether or not a response by said control program module to said 
one or more codes is correct [col. 3 lines 10-13]. 

However, Yu does not explicitly teach the simulated device is a simulated direct 
access storage device. 
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However, a direct access storage device is a well known component in a digital 
hardware system such as the direct access storage 80 of Fig. 2B disclosed by 
Ackerman [col. 7 lines 36-47]. 

It would have been obvious to one of ordinary skill in the Data Processing art at 
the time of the invention was made to apply the behavior simulation for simulating a 
digital hardware system taught by Yu for simulation a simulated direct access storage 
device as taught by Ackerman. This modification would have been obvious and a 
person having ordinary skill in the art would have been motivated to do so because it 
would enhance the application of Yu invention. 
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9. As to claim 2, Yu teaches the hardware component comprises a microprocessor 
[col. 1 lines 9-20]. 

10. As to claims 3-4, Ackerman teaches codes represent software error event 
[software simulation of an error condition, col. 3 lines 31-38]. 

11. As to claim 5, Yu teaches the testing program is a behavior simulation program 
[col. Col. 1 lines 20-37]. 

12. As to claim 6, Yu teaches codes comprise one or more predefined stimuli [see 
claim 16]. 

13. As to claim 7, Yu teaches the testing program simulates the hardware 
components processing the codes in real-time [see claim 25]. 

14. As to claim 8, Yu teaches the control program-under-development [col. 1 lines 9- 
20]. 

15. As to claims 9-10, Yu teaches one or more code target one or more elements of 
the control program module and hardware components [claim 41]. 

16. As to claim 11, Yu teaches the pre-selected event return a value [see elements 
128-130 of Fig. 5D]. 

17. As to claim 12, Yu teaches the pre-selected event comprises a memory register 
[memory device of claim 22]. 

18. As to claim 13, Yu teaches sending comprises writing a value to a memory 
register in the component [step 1 30 of Fig. 5D]. 
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19. As to claim 14, Ackerman teaches recording the response [element 18 of Fig. 1A 
and claim 1]. 

20. As to claim 15, Ackerman teaches codes are stored in a testing event data 
structure in detail file 80 of Fig. 2B [the script file is well known in the art for running a 
segment executable program, see patent no. 6,106,298 or 6,208,955 cited on PTO 
892]. 

21. As to claim 16, Ackerman teaches reporting the response [inherently in "create 
the necessary detailed trace information required for problem analysis" on col. 1 lines 8- 
21]. 

22. As to claim 17, Yu teaches pre-selected event includes the passage of a 
predefined length of time [delay stimulus of claim 22]. 

23. As to claim 18, Ackerman teaches a return value not matching a predefined 
value [see COMPARISON MISMATCH of Fig. 2A]. 

24. As to claim 19, Yu teaches the pre-selected event comprises the control program 
module executing a pre-selected instruction [see fig. 5D]. 

25. As to claim 20, it is a combination of claims 1-19 above; therefore, it is rejected 
under the same rationale. 

Conclusion 
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26. The prior art of record and not relied upon is considered pertinent to applicant's 



27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Ton whose telephone number is (571) 272-3828. 
The examiner can normally be reached on M-Th from 5:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert DeCady can be reached on (571) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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David Ton 
Primary Examiner 
Art Unit 21 38 



